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Before JOHN C. KERINS, STEVEN D.A. McCARTHY, and 
MICHAEL W. O'NEILL, Administrative Patent Judges. 

O'NEILL, Administrative Patent Judge. 



DECISION ON APPEAL 



STATEMENT OF THE CASE 
Corey S. Maas and Sheldon S. Kabaker (Appellants) seek our review 
under 35 U.S.C. § 134 of the non-final rejection of claims 1-7, all pending 
claims. We have jurisdiction under 35 U.S.C. § 6(b) (2002). 
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The Invention 

The claimed invention is to a surgical device designed to suspend soft 
tissue in order to correct midface ptosis. Spec. 3, para. [0007]. 

Claims 1 and 3, reproduced below, are representative of the subject 

matter on appeal. 

Claim 1 : A surgical device for suspending soft tissue to correct 
midface ptosis, said device comprising: 

first and second shafts, each shaft being rigid and 
straight and each having a distal end and a proximal end, 

first and second sutures defined as a suspension 
suture and a tissue-release suture, respectively, each 
suture having a first and second end, the first ends of 
both sutures fused to the proximal end of said first shaft 
and the second ends of both sutures fused to the proximal 
end of said second shaft, and 

an anchor graft attached to said suspension suture. 



Claim 3: The surgical device of claim 1 in which said proximal 
end of said first shaft is swedged on to the first ends of both 
sutures and said proximal end of said second shaft is swedged 
on to the second ends of both sutures. 



The Prior Art 
The Examiner relies upon the following as evidence of 
unpatentability: 

Guido US 5,342,397 Aug. 30, 1994 

Bonutti US 5,403,348 Apr. 4, 1995 

Yoon US 5,849,019 Dec. 15, 1998 

Greenstein US 5,964,773 Oct. 12, 1999 



Sasaki and Cohen, Meloplication of the Malar Fat Pads by Percutaneous 
Cable-Suture Technique for Midface Rejuvenation: Outcome Study, Plastic 
and Reconstructive Surgery, Vol. 110, No. 2, pp. 635-654 (August 2002) 
(hereinafter referred to as "Sasaki"). 
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The Rejections 

The following Examiner's rejections are before us for review: 

Claims 1, 3, and 6 are rejected under 35 U.S.C. § 103(a) as being 
unpatentable over Sasaki in view of Greenstein. 

Claim 2 is rejected under 35 U.S.C. § 103(a) as being unpatentable 
over Sasaki in view of Greenstein, and further in view of Guido. 

Claims 4 and 5 are rejected under 35 U.S.C. § 103(a) as being 
unpatentable over Sasaki in view of Greenstein, and further in view of 
Bonutti. 

Claim 7 is rejected under 35 U.S.C. § 103(a) as being unpatentable 
over Sasaki in view of Greenstein, and further in view of Yoon. 

Contentions 

Appellants contend that, while swedging a single suture into a single 
rod is known in the art, swedging of two sutures into a single rod is neither 
known nor obvious. App. Br. 6. Appellants contend difficulty exists 
because of the lack of complementary contours among the three parts. Id. 
Appellants contend that two sutures and a single rod cannot be assembled 
coaxially and their surfaces cannot be placed in full contact because their 
cross-sectional areas are circular. App. Br. 6-7. Appellants acknowledge 
that Greenstein is an example of swedging a suture to a hollow needle; 
however, this example does not teach swedging two sutures into a shaft as 
set forth in the claim. Appellants contend that Greenstein does not address 
the problem of avoiding a discontinuity between the needle and the suture 
because Greenstein' s swedge occurs at a point away from the needle's end. 
App. Br. 7. 



3 



Appeal 2009-003605 
Application 10/678,594 

Appellants argue claims 1,3, and 6 as a group; however, Appellants' 
arguments are not commensurate in scope with claim 1 . Instead, the 
arguments are commensurate with claim 3. Appellants do not request 
separate consideration of the grounds of rejection for claims 2, 4, 5, and 7. 
App. Br. 7-8. As such, claim 1 is representative of claims 2, 4, 5, 6, and 7. 

SUMMARY OF DECISION 

We AFFIRM. 

OPINION 

Pertinent Facts 

1. Appellants' Specification discloses that the preferable process for 
"fusing" the sutures to the hollow shaft is swedging the sutures "in 
accordance with the typical use of the term 's wedged on' in medical 
procedures." Spec. 5, para. [0017], 

2. Appellants' Specification discloses that "[t]his method of attachment 
is achieved by using a shaft with a hollow end, inserting both suture 
ends into the hollow end, and mechanically crimping the hollow end 
over the inserted sutures to compress the sutures inside the shaft 
where the sutures will be held by compression and friction force." Id. 

3. Appellants' Specification does not further disclose how to s wedge on 
two sutures to a hollow shaft. Spec, passim. 

4. Sasaki, in Figure 4, discloses a surgical device for suspending soft 
tissue comprising two shafts, two sutures secured to the two shafts, 
and an anchor graft attached to one suture. Sasaki, fig. 4. 
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5. Greenstein discloses a surgical device comprising an end of a suture 
being swedged to a shaft. Greenstein, col. 3, 11. 8-11. 

Principles of Law 
"A product-by-process claim is 'one in which the product is defined at 
least in part in terms of the method or process by which it is made.'" 
SmithKline Beecham Corp. v. Apotex Corp., 439 F.3d 1312, 1315 (Fed. Cir. 
2006) (quoting Bonito Boats, Inc. v. Thunder Craft Boats, Inc., 489 U.S. 
141, 158 (1989)). "The purpose of product-by -process claims is to allow 
inventors to claim 'an otherwise patentable product that resists definition by 
other than the process by which it is made.'" SmithKline, 439 F.3d at 1315 
(quoting In re Thorpe, 111 F.2d 695, 697 (Fed. Cir. 1985)). Such claims are 
still directed to the ultimate product, not the underlying process. See id. at 
1317 ("Regardless of how broadly or narrowly one construes a product-by- 
process claim, it is clear that such claims are always to a product, not a 
process."). "[OJnce a product is fully disclosed in the art, future claims to 
that same product are precluded, even if that product is claimed as made by a 
new process." SmithKline, 439 F.3d at 1315. If the product in a 
product-by-process claim is the same as or obvious from a product of the 
prior art, the claim is unpatentable even though the prior product was made 
by a different process. In re Thorpe, 111 F.2d at 697. In other words, "[t]he 
patentability of a product does not depend on its method of production." 
SmithKline, 439 F.3d at 1317. 

When the prior art discloses a product which reasonably appears to be 
either identical with or only slightly different than a product defined by a 
product-by-process limitation, a rejection based on section 102 or 103 may 
be warranted. As a practical matter, the Patent Office is not equipped to 
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manufacture products by the myriad of processes put before it and then 
obtain prior art products and make physical comparisons therewith. In re 
Brown, 459 F.2d 531, 535 (CCPA 1972). Accordingly, once the PTO has 
made out a prima facie case that the applicant's claimed product and the 
product of the prior art reasonably appear to be the same, the burden shifts to 
the applicant to prove otherwise. In re Thorpe, 111 F.2d at 698. This is 
because the burden of proof on the PTO in making out a case of prima facie 
obviousness for product-by-process claims is less than when a product is 
claimed in the more conventional fashion. In re Fessman, 489 F.2d 742, 744 
(CCPA 1974). 

Analysis 

Appellants' arguments for patentability are based on the process by 
which the sutures are secured to the shaft. In other words, according to 
Appellants, what makes their device patentably distinguishable over the 
prior art is the process by which the sutures are secured to the shaft; namely, 
by swedging. As such, according to Appellants' arguments, what renders 
the claims nonobvious over the prior art is the product-by-process limitation 
of swedging both ends of the sutures to the shafts as set forth in claim 3. 

Sasaki discloses claimed features associated with claim 1. Fact 4. 
Appellants' arguments against the ground of rejection are not commensurate 
in scope with claim 1, in that the arguments are specifically directed to 
swedging the sutures to the shafts, whereas claim 1 more broadly recites 
fusing the sutures to the shafts. Therefore, Appellants' arguments do not 
show error in the Examiner's rejection of claim 1. 

Sasaki lacks a disclosure of the claimed features associated with claim 
3, namely the two sutures being s wedged on to the ends of the shafts. From 



6 



Appeal 2009-003605 
Application 10/678,594 

Greenstein's teaching of swedging a suture on to a shaft {see Fact 5), the 
Examiner concluded that a person having ordinary skill in the art would find 
it obvious to swedge Sasaki's two sutures to the end of the shaft. Ans. 4. 
The Examiner reasoned that a person having ordinary skill in the art would 
want to swedge the sutures disclosed in Sasaki to the shafts disclosed in 
Sasaki "in order to ensure the sutures remain secured to the shafts during use 
of the device." Id. Therefore, the Examiner has set forth the scope and 
content of the prior art, ascertained the differences between the art and the 
claims, and appeared to resolve the level of skill. Accordingly, the 
Examiner has met the initial burden of setting forth the basis for the rejection 
so as to put Appellants on notice of the reasons why Appellants are not 
entitled to a patent on the claim scope that Appellants seek within claim 3. 
In other words, the Examiner as set forth the so-called prima facie case of 
obviousness. 

Once the Examiner has set forth the prima facie case the burden shifts 
to Appellants to produce evidence and/or argument to rebut the case of 
unpatentability. In re Oetiker, 977 F.2d 1443, 1445 (Fed. Cir. 1992); In re 
Piasecki, 745 F.2d 1468, 1472 (Fed. Cir. 1984). In the case of a product-by- 
process limitation, the burden on Appellants is to provide evidence and/or 
argument that what the Examiner has concluded is obvious to persons of 
skill in the art, swedging two sutures on to a hollow shaft, is otherwise. In re 
Thorpe, 111 F.2d at 698. 

Appellants' argument that it is difficult to swedge two sutures onto the 
end of a hollow shaft is not convincing to demonstrate error in the 
Examiner's conclusion of obviousness. "[I]f a technique has been used to 
improve one device, and a person of ordinary skill in the art would recognize 
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that it would improve similar devices in the same way, using the technique is 
obvious unless its actual application is beyond his or her skill." KSR Int'l v. 
Teleflex Co., 550 U.S. 398, 417 (2007). Appellants have disclosed that 
swedging is known in the art. Facts 1 and 2. Greenstein teaches that 
s wedging is known. Fact 5. Appellants' Specification does not set forth any 
particulars of how to swedge two sutures on to the end of the hollow shaft. 
Fact 3. It is well settled that what is conventional or well known to a person 
of ordinary skill in the art need not be disclosed in detail within the 
Specification. Hybritech, Inc. v. Monoclonal Antibodies, Inc., 802 F.2d 
1367, 1384 (Fed. Cir. 1986) cert, denied, 480 U.S. 947 (1987); In re Bucher, 
929 F.2d 660, 661 (Fed. Cir. 1991); Lindemann Maschinefabrick GMBH v. 
American Hoist & Derrick Co., 730 F.2d 1452, 1463 (Fed. Cir. 1984). Since 
the Specification lacks specifics on how to swedge two sutures on to a shaft, 
the evidence that it was known in the art to swedge, together with the law, 
leads to a conclusion that a person having ordinary skill in the art could and 
would readily consider swedging Sasaki's two sutures on to the end of the 
shaft disclosed in Sasaki. The Examiner's evidence outweighs Appellants' 
unsupported argument, which is entitled to little weight. See In re Geisler, 
116 F.3d 1465, 1470 (Fed. Cir. 1997). Arguendo, while it may be difficult 
to accomplish swedging two sutures onto a hollow shaft, such difficulty does 
not preclude that it could be accomplished for "[a] person of ordinary skill is 
also a person of ordinary creativity, not an automaton." KSR, 550 U.S. at 
421. 

In conclusion, the Examiner has made out a prima facie case that the 
Appellants' claimed product and the product of the combined teachings of 
the prior art would reasonably appear to be the same when the teachings of 
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the prior art were combined by a person having ordinary skill in the art. As 
such, the burden shifted to the Appellants to prove otherwise. In view of the 
foregoing reasons, Appellants did not prove otherwise and thus have not 
shown error in the Examiner's conclusion of obviousness regarding claim 3. 

CONCLUSION 

Appellants' arguments presented in the Appeal Brief and the Reply 
Brief have been considered, but are not persuasive in demonstrating that the 
Examiner erred in concluding that the claimed subject matter is rendered 
obvious by the combined teachings of the prior art of record. 

DECISION 

The Examiner's decision to reject the claims 1-7 as obvious is 
affirmed. 

No time period for taking any subsequent action in connection with 
this appeal may be extended under 37 C.F.R. § 1.136(a). See 37 C.F.R. 
§ 1.136(a)(l)(iv) (2007). 

AFFIRMED 

mis 

TOWNSEND AND TOWNSEND AND CREW, LLP 
TWO EMBARCADERO CENTER 
EIGHTH FLOOR 

SAN FRANCISCO, CA 94111-3834 
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